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Reply to Office Action of July 13, 2007 

REMARKS/ARGUMENTS 
Favorable reconsideration of this application, in light of the following discussion, is 
respectfully requested. 

Claims 1-8 are pending in the present application. 

In the outstanding Office Action, Claims 1 and 8 were rejected under 35 U.S.C. 
§ 103(a) as unpatentable over Martin (U.S. Patent No. 2002/0184152) in view of Paymaster 
Technologies; Claim 2 was rejected under 35 U.S.C. § 103(a) as unpatentable over Martin in 
view of Paymaster Technologies, and further in view of Doyle (U.S. Patent No. 5,326,136); 
Claim 3 was rejected under 35 U.S.C. § 103(a) as unpatentable over Martin in view of 
Paymaster Technologies, and further in view Chock (U.S. Patent No. 5,267,753); Claims 4 
and 5 were rejected under 35 U.S.C. § 103(a) as unpatentable over Martin in view of 
Paymaster Technologies, and further in view of Werbeck (The Journal Gazette); Claim 6 was 
rejected under 35 U.S.C. § 103(a) as unpatentable over Martin in view of Paymaster 
Technologies, and further in view Arizona Daily Star (Enforcement of new law boosts bad- 
check recoveries); and Claim 7 was rejected under 35 U.S.C. § 103(a) as unpatentable over 
Martin in view of Paymaster Technologies, and further in view of Rumbach (South Bend 
Tribune). 

Applicants thank the Examiner for the courtesy of an interview extended to 
Applicants' representative on December 17, 2007. During the interview, differences between 
the present invention and the applied art, and the rejections noted in the outstanding Office 
Action were discussed. No agreement was reached pending the Examiner's further review 
when a response is filed. Arguments presented during the interview are reiterated below. 

Applicants respectfully traverse the rejection of Claim 1 as being unpatentable over 

Martin in combination with Paymaster Technologies. Claim 1 recites, 

A method for providing recovery for consumer victims 
of check fraud, comprising the steps of: 
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receiving from said consumer an order for printing a 
series of checks for a checking account, wherein the order 
includes an order for check fraud protection; 

printing checks according to the order; 

recording the range of numbers of the checks in such 

order; 

receiving from the consumer a notification of an 
occurrence of check fraud against a check within the range of 
numbers of the checks in such order; 

receiving from the consumer a power of attorney to 
pursue a claim for recovery for such check fraud; and 

reimbursing to the consumer the amount of money paid 
from the consumer's checking account and fees arising from 
the check fraud. 

The combination of Martin and Paymaster Technologies does not disclose or suggest every 
element of Claim 1 . 

Martin describes a system for preventing check fraud. In Martin, a consumer prints 

his own checks. The checks include a bar code, which stores some or all of the payee of the 

check, the amount of the check, date the check was written, the drawer's account number, the 

drawee's routing number, and the identifier number of the check. 1 When the check is 

presented to the bank, the bank uses the bar code to determine if the check has been altered. 

Paragraph [0063] of Martin states 

The information from the bar code 1 2 is entered into the bank's 
system and the system determines the account number, the 
routing number, the amount of the check 1 0, the date the check 
1 0 was written, and any other information contained in the bar 
code 12. The information from the bar code 12 is compared to 
the information on the check 10. If the information on the 
check 10 matches the information on the barcode 12, the bank 
then pays the check 10. The barcode scanner used by the bank 
can be any type of scanner chosen using sound engineering 
judgment. The operation of the barcode scanner is well known 



1 Martin , paragraph [0062]. 
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in the art, and, for sake of brevity, will not be further described 
herein. 

Checks that did not match the information in the bar code will be presented to the 
consumer through an online interface. The consumer can tell the bank to pay the check or not 
to pay the check. 2 Thus, the consumer in Martin does not improperly lose funds because 
check fraud is prevented. 

Martin is only concerned with preventing check fraud. This protects banks by 
preventing the bank from paying an improper check. However, Martin does not teach 
anything about how to protect individuals when check fraud actually occurs (i.e., when the 
bank pays a fraudulent check). In Martin , if the bank does not pay the check, then no check 
fraud has occurred and the bank does not lose any money. Martin offers no solution to help 
the consumer recover lost funds after check fraud has occurred. 

The outstanding Office Action relies on Martin to describe the claimed "receiving 
from the consumer a notification of an occurrence of check fraud." The outstanding Office 
Action relies on paragraph [0065] of Martin to disclose this element. However, Martin is 
concerned with preventing check fraud and does not discuss how to help a consumer if check 
fraud actually occurs. Claim 1 specifically recites "an occurrence of check fraud." The 
attempted check fraud described in Martin is not "an occurrence of check fraud." 
Furthermore, paragraph [0065] of Martin merely describes that a user can tell the bank not to 
pay a check that did not match the bar code. Since the check was not paid, there is no 
"occurrence of check fraud." The attempted check fraud in Martin is significantly different 
from "an occurrence of check fraud" because "an occurrence of check fraud" includes a loss 
of money. 



2 Martin , paragraph [0065]. 
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Thus, Martin fails to disclose or suggest the claimed "receiving from the consumer a 
notification of an occurrence of check fraud against a check within the range of numbers of 
the checks in such order." 

Moreover, the outstanding Office Action concedes that Martin does not disclose or 
suggest the claimed "receiving from the consumer a power of attorney to pursue a claim for 
recovery of such check fraud." The outstanding Office Action relies on Paymaster 
Technologies to disclose this element of Claim 1 . The outstanding Office Action states 
"Examiner notes that while Paymaster technologies does not explicitly state using a power of 
attorney, it is common to assign power of attorney to allow someone more knowledgeable in 
the area to handle a claim" Applicants interpret this as a reliance on Official Notice, which is 
traversed below. 

Paymaster Technologies makes no mention of a power of attorney. Paymaster 
Technologies merely describes a manufacturer's certificate of guaranty against check fraud, 
and offers customer testimonials about collecting on the guarantee. There is no power of 
attorney between the customer and the manufacturer. Since the manufacturer is merely 
honoring their own guarantee, there is no reason for the manufacturer to receive a power of 
attorney from the consumer. Furthermore, there is no disclosure or suggestion that the 
manufacturer in Paymaster Technologies pursues a claim for recovery of check fraud, with or 
without a power of attorney from the consumer. Thus, Paymaster Technologies does not 
disclose or suggest the claimed "receiving from the consumer a power of attorney to pursue a 
claim for recovery of such check fraud." 

The Examiner may take Official Notice of facts outside of the record which are 
capable of instant and unquestionable demonstration as being "well-known" in the art. In re 
Ahlert, 424 F.2d 1088, 1091, 165 USPQ 418, 420 (CCPA 1970). As set forth in M.P.E.P. § 
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2144.03, if an applicant traverses an assertion made by an Examiner while taking Official 
Notice, the Examiner should cite a reference in support of their assertion. 

Applicants respectfully traverse those grounds for rejection relying of Official Notice. 
Applicants do not consider the features for which Official Notice were taken to be "of such 
notorious character that official notice can be taken." Therefore Applicants traverse this 
assertion. "The examiner should cite a reference in support of his or her position." 3 

Moreover, without the context by which a power of attorney is known to the artisan, it 
is impossible to conclude that it would be obvious to combine such techniques with that of 
Martin , as the context might itself provide reasons to rebut a prima facie case of obviousness. 
Therefore, it is respectfully requested that evidence of the "receiving from the consumer a 
power of attorney to pursue a claim for recovery of such check fraud" and evidence of the 
motivation to combine be made of record or that the 35 U.S.C. § 103(a) rejection be 
withdrawn. 

It is noted that the Supreme Court in the recent KSR decisions stated 

To facilitate review, this analysis should 
be made explicit. See In re Kahn, 441 F. 3d 977, 988 (CA 
Fed. 2006) ("[R] ejections on obviousness grounds cannot be 
sustained by mere conclusory statements; instead, there 
must be some articulated reasoning with some rational 
underpinning to support the legal conclusion of obvious- 
ness"). 

Interpreting the Supreme Court's decision in Dickinson v. Zurko . 50 U.S.P.Q.2d 1930 
(1999) regarding standard of review in patent matters, the CAFC determined that when 
upholding a rejection of a claimed invention in an appeal, the CAFC must find that the 
decision by the U.S. Patent and Trademark Office Board of Appeals and Interferences is 
supported by "substantial evidence," In Re Gartside , 53 U.S.P.Q.2d 1769 (Fed. Cir. 2000). 

3 MPEP 2144.03. 
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The outstanding Office Action does not provide substantial evidence to support the position 
that "it is common to assign power of attorney to allow someone more knowledgeable in the 
area to handle a claim" 

Furthermore, it is not obvious to modify Martin to include the claimed "receiving 
from the consumer a power of attorney to pursue a claim for recovery of such check fraud." 
In Martin , the bank does not need a power of attorney from a consumer to pursue a claim for 
recovery of check fraud. The Uniform Commercial Code (UCC) governs commercial paper. 
Generally speaking, the banks must reimburse consumers for fraudulent checks that the bank 
paid Thus, the bank is the ultimate loser in check fraud. The bank may pursue 
reimbursement from the entity that committed the fraud. The bank does not need a power of 
attorney from the consumer or anyone else to pursue a claim against the entity that committed 
the fraud. Thus, it makes no sense for the bank in Martin to receive a power of attorney to 
pursue a claim for check fraud from the consumer. 

If a rejection is maintained in this application, the Office is requested to clarify the 
grounds of rejection by identifying which entity in Martin would receive from the consumer a 
power of attorney to pursue a claim for recovery of check fraud. 

Thus, since Martin and Paymaster Technologies, taken alone or in proper 
combination, fail to disclose or suggest every element of Claim 1, Applicants respectfully 
submit that a person of ordinary skill in the art could not properly combine Martin and 
Paymaster Technologies to arrive at the invention defined by Claim 1 . 

Moreover, in line with Graham v. John Deere and its progeny, Applicants respectfully 
submit that indicia of non-obviousness, such as commercial success, rebut the Office's 
conclusion of obviousness. To date, over 1 8 million check have been sold that are protected 
by the method of Claim 1 . Furthermore, revenue generated from check protected by the 
method of Claim 1 was just under 8 million dollars for 2007, and has increased steadily over 
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the last several years. This is shown on the attached power point slides, which were given to 
the Examiner during the above-noted interview. 

Furthermore, protecting checks with the method of Claim 1 has been successfully 
license to several companies. This is also shown on the attached power point slides. At the 
time of the above-noted interview, 77% of the market recognizes the uniqueness of the 
method of Claim 1 . Otherwise, companies would not pay to license the method defined by 
Claim 1. Since the above-noted interview, 95% of the direct to consumer market licenses the 
method defined by Claim 1 . 

In view of the above-noted discussion, Applicants respectfully submit that Claim 1 
(and any claims dependent thereon) patentably distinguish over Martin and Paymaster 
technologies, taken alone or in proper combination. 

Addressing each of the further rejections, each of the further rejections is also 
traversed by the present response as no teachings in any of the further cited references to 
Doyle , Chock , Werbeck, Arizona Daily Star, and Rumbach can overcome the above-noted 
deficiencies of Martin and Paymaster Technologies. Accordingly, it is respectfully requested 
that those rejections be withdrawn for similar reasons as discussed above. 

Consequently, in light of the above discussion and in view of the present amendment, 
the present application is believed to be in condition for allowance and an early and favorable 
action to that effect is respectfully requested. 



Respectfully submitted, 
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